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THE REPLY FILED 23 May 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . S The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which 
places the application In condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1 .1 14. The reply must be filed within one of the following 
time periods: 

a) CD The period for reply expires months from the mailing date of the final rejection. 

b) 13 The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the dale set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(0. 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)). or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) en They raise new issues that would require further consideration and/or search (see NOTE below); 
{b)\3 They raise the issue of new matter (see.NOTE below); 

(c) □ They are not deemed to place the application in better fonm for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) n They present additional claims without canceling a corresponding number of finally rejected claims, 

NOTE: . (See 37 CFR 1.116 and 41.33(a)), 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 1-11 and 19-23 . 
Claim(s) withdrawn from consideration: 12-18 , 
AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence Is necessary and 
was not earlier presented. See 37 CFR 1 .1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome aN rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not eariier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . H The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

see attached response to arguments sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: . 

William H. Mayo 111 
Primary Examiner 
Art Unit: 2831 
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Response to Arguments 

1 . Applicant's arguments filed May 23, 2005 have been fully considered but they are 
not persuasive. The applicant argues the following: 

A) Adams doesn't disclose ultrasound transducer elements and therefore 
cannot anticipate the claimed invention of claim 1 9. 

B) Adams doesn't specifically disclose the group of conductors comprising 1 0 
conductors. 

C) A person of ordinary skill in the art would not have used the cable of 
Adams with the ultrasonic transducers as disclosed by Daane et al and 
therefore the combination of references is improper. 

D) The examiner has engaged in improper hindsight and therefore the 
combination of Adams and Daane is improper. 

With respect to argument A, the examiner respectfully traverses. Firstly, it should 
be stated that MPEP 2100 discloses the following guidelines for examination of claims 



PREAMBLE STATEMENTS RECITING PUR-POSE OR INTENDED USE 

"The claim preamble must be read in the context of the entire claim. The determination of 
whether preamble recitations are structural limitations or mere statements of purpose or use 
"can be resolved only on review of the entirety of the frecordi to gain an understanding of 
what the inventors actually invented and intended to encompass by the claim." Cominc 
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Glass Works. 868 F.2d at 1257. 9 USPQ2d at 1966. If the body of a claim fullv and 
intrinsically sets forth all of the limitations of the claimed invention, and the oreamble 
merely states, for example, the purpose or intended use of the inyention. rather than any 
distinct definition of any of the claimed invention's limitations, then the preamble is not 
considered a limitation and is of no sionificance to claim construction. Pitney Bowes. Inc. 
V. Hewlett-Packard Co.. 182 F.3d 1298. 1305. 51 USPQ2d 1161. 1165 Fed. Cir. 

1999) . See also Rowe v. Dror. 112 F.Sd 473. 478. 42 USPQ2d 1550. 1553 (Fed. Cir. 
1997) ("where a patentee defines a structurally complete invention in the claim body and 
uses the preamble only to state a purpose or intended use for the invention, the preamble 
is not a claim limitation"): Krooa v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 
(preamble is not a limitation where claim is directed to a product and the preamble 
merely recites a property inherent in an old product defined by the remainder of the 
claim); STX LLC. v. Brine. 211 F.Sd 588, 591, 54 USPQ2d 1347, 1350 (Fed. Cir. 

2000) (holding that the preamble phrase "which provides improved playing and handling 
characteristics" in a claim drawn to a head for a lacrosse stick was not a claim limitation). 
Compare > Jansen v. Rexall Sundown. Inc., 342 F.3d 1329, 1333-34. 68 USPQ2d 
1154, 1158 (Fed. Cir. 2003) (In a claim directed to a method of treating or preventing 
pernicious anemia in humans by administering a certain vitamin preparation to "a human in 
need thereof," the court held that the preamble is not merely a statement of effect that may 
or may not be desired or appreciated, but rather is a statement of the intentional purpose 
for which the method must be perfomned. Thus the claim is properly interpreted to mean 
that the vitamin preparation must be administered to a human with a recognized need to 
treat or prevent pernicious anemia.);< In re Cruciferous Sprout Litig., 301 F.3d 1343. 
1346-48. 64 USPQ2d 1202. 1204-05 (Fed. Cir. 2002) (A claim at issue was directed to 

a method of preparing a food rich in glucosinolates wherein cruciferous sprouts are 
harvested prior to the 2-leaf stage. The court held that the preamble phrase "rich in 
glucosinolates" helps define the claimed invention, as evidenced by the specification and 



Application/Control Number: 1 0/666,375 Page 4 

Art Unit: 2831 

prosecution history, and thus is a limitation of the claim (although the claim was 
anticipated by prior art that produced sprouts inherently "rich in glucosinolates**).) 
During examination, statements in the preamble reciting the purpose or intended use of 
the claimed invention must be evaluated to determine whether the recited purpose or 
intended use results in a structural difference (or, in the case of process claims, 
manipulative difference) between the claimed invention and the prior art. If so, the 
recitation serves to limit the claim. See, e.g., In re Otto. 312 F.2d 937, 938, 136 USPQ 
458, 459 (CCPA 1963) (The claims were directed to a core member for hair curlers and 
a process of making a core member for hair curlers. Court held that the intended use of 
hair curling was of no significance to the structure and process of making.); In re Sinex, 
309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962) (statement of intended use in 
an apparatus claim did not distinguish over the prior art apparatus). If a prior art structure 
is capable of oerfomiina the intended use as recited in the oreamble. then it meets the 
claim. See, e.g.. In re Schreiber. 128 F.3d 1473. 1477. 44 USPQ2d 1429. 1431 (Fed. 
Cir. 1997) (anticipation reiection affirmed based on Board's factual finding that the 
reference dispenser (a spout disclosed as useful for purposes such as dispensing oil from 
an oil can) would be capable of dispensing popcorn in the manner set forth in appellant's 
claim 1 (a dispensing top for dispensing popcorn in a specified manner)) and cases cited 
therein. See also MPEP S 21 12 - S 2112.02. 

In this case, the applicanf s invention as denoted by the title and the description 
of the invention is the cable structure and providing the cable structure with cross talk 
protection. Specifically, the applicant states 

"In a first aspect, a cable for reducing crosstalk during ultrasound 

continuous wave operation is provided. A conductive separation 

layer separates a first group of ultrasound signal conductors from 

a second group of ultrasound signal conductors. 
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The applicant also discloses an ultrasonic system that utilizes the cable structure. 
Therefore, it is clear that the recitation of an ultrasound transducer system is an 
environment in which the cable structure itself is utilized. As the precedent has been 
set by the court cases listed above, when such situation exist, the examiner is required 
to detemiine whether the prior art structure is capable of performing in the same 
environment as recited in the preamable. Clearly, the cable as disclosed by Adams is 
capable of performing in the same environment as recited in the preamable, since it 
discloses all of the claimed structure recited by the applicant. Secondly, Adams also 
teaches that the cable assembly may be utilized in the same environment. Specifically, 
Adams discloses that the improved cable system is capable of being utilized in any 
medical equipment requiring the Interconnecting of sensors with associated monitoring 
equipment (Col 1 , lines 5-8), such as blood pressure sensors, pulse sensors, 
thennometer, etc, (Col 1 , lines 10-12). Therefore, if the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 370 F.2d 576. 152 USPQ 235 (CCPA 1967) and In re Otto, 
312 F.2d 937. 939, 136 USPQ 458, 459 (CCPA 1963). Since there is no difference 
between the cable of Adams and the claimed invention of claim 19, the examiner 
respectfully submits that the cable of Adams is capable of being utilized as a ultrasound 
cable, as the applicant's same claimed structure is capable. 

With respect to argument B, the examiner respectfully traverses. The examiner 
admits that Adams doesn't necessarily teach the number of conductors being 10. 
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However, the examiner has relied on the teaching of Daane which teaches that a cable 
(1 6) that has a first group of conductors (1®' group of 33), that may comprise 1 0 
conductors (Col 3, lines 31-36, i.e. any number). Therefore, based on the teaching of 
Daane, it would have been obvious to one having ordinary skill in the art of cables at the 
time the invention was made to modify the cable assembly of Adam to comprise the 
signal conductor and shield configuration as taught by Daane because Daane teaches 
that such a configuration provides protection against external noise (i.e. EMI) and 
permits significant flexibility of the cable (Col 2, lines 1-2) and since it has been held that 
a change in fomn cannot sustain patentability where involved is only extended 
application of obvious attributes from a prior art. In re Span-Deck Inc. vs. Fab-Con Inc. 
(CA 8. 1982) 215 USPQ 835. 

With respect to argument C, the examiner respectfully traverses. It appears that 
the applicant is stating that the Incorporation of ultrasonic transducers of Daane Into 
Adams would result in the cable of Adams being inoperable, which is not the proper test 
for obviousness. The test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the stmcture of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981). In this case, Daane is being relied upon for its teaching of 
groups of conductors being utilized with a transducer. Specifically, Daane teaches that 
such a configuration provides protection against extemal noise (i.e. EMI) and permits 



Application/Control Number: 10/666.375 Page 7 

Art Unit: 2831 

significant flexibility of the cable (Col 2, lines 1-2). Therefore, it would have been 
obvious to one having ordinary skill in the art of cables at the time the invention was 
made to modify the cable assembly of Adam to comprise the signal conductor and 
shield configuration as taught by Daane because Daane teaches that such a 
configuration provides protection against external noise (i.e. EMI) and pemriits 
significant flexibility of the cable (Col 2, lines 1-2) and since it has been held that a 
change in form cannot sustain patentability where involved is only extended application 
of obvious attributes from a prior art. In re Span-Deck Inc. vs. Fab-Con Inc. (CA 8, 
1982) 215 USPQ 835. In light of the above, the examiner respectfully submits that the 
rejection of claims 19 and 21-23 is proper. 

With respect to argument D, the examiner respectfully traverses. In response to 
applicant's argument that the examiner's conclusion of obviousness is based upon 
improper hindsight reasoning, it must be recognized that any judgment on obviousness 
is in a sense necessarily a reconstruction based upon hindsight reasoning. But so long 
as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only 
from the applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 
443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

In view of the above comments, the examiner willfully submits that the 35 USC 
102(b) and 35 USC 103(a) rejections are proper and just. 
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Communication ' 



2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Mayo III whose telephone number is (571 )- 
272-1978. The examiner can normally be reached on M-F 8:30am-6:00 pm (alternate 
Fridays off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on (571) 272-2800 ext 31. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status infomriation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). _ 



William H. MayoTt 
Primary Examiner 
Art Unit 2831 




WHM III 
June 1,2005 



